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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tlie fee set 
fortli in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 
26, 2009 has been entered. 

Claims 1 , 57, 71 , and 85 have been amended. 
Claims 1-13 and 56-85 are pending. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-13 and 56-85 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1-13, 56, and 71-85 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

A claimed process is eligible for patent protection under 35 U.S.C. § 101 if: 
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"(1) it is tied to a particular macliine or apparatus, or (2) it 
transforms a particular article into a different state or thing. 
See Benson . 409 U.S. at 70 (Transformation and reduction 
of an article 'to a different state or thing' is the clue to the 
patentability of a process claim that does not include 
particular machines.'); Diehr, 450 U.S. at 192 (holding that 
use of mathematical formula in process 'transforming or 
reducing an article to a different state or thing' constitutes 
patent-eligible subject matter); see also Rook, 437 U.S. at 
589 n.9 ('An argument can be made [that the Supreme] 
Court has only recognized a process as within the statutory 
definition when it either was tied to a particular apparatus or 
operated to change materials to a 'different state or thing' '); 
Cochrane v. Deener , 94 U.S. 780, 788 (1876) ('A process 
is... an act, or a series of acts, performed upon the subject- 
matter to be transformed and reduced to a different state or 
thing.').'' A claimed process involving a fundamental 
principle that uses a particular machine or apparatus would 
not pre-empt uses of the principle that do not also use the 
specified machine or apparatus in the manner claimed. And 
a claimed process that transforms a particular article to a 
specified different state or thing by applying a fundamental 
principle would not pre-empt the use of the principle to 
transform any other article, to transform the same article but 
in a manner not covered by the claim, or to do anything other 
than transform the specified article." {In re Bilski, 88 
USPQ2d 1385, 1391 (Fed. Cir. 2008)) 



Also noted in Bilski is the statement, "Process claim that recites fundamental 
principle, and that otherwise fails 'machine-or-transformation' test for whether such 
claim is drawn to patentable subject matter under 35 U.S.C. §101, is not rendered 
patent eligible by mere field-of-use limitations; another corollary to machine-or- 
transformation test is that recitation of specific machine or particular transformation of 
specific article does not transform unpatentable principle into patentable process if 
recited machine or transformation constitutes mere 'insignificant post-solution activity.'" 



{In re Bilski, 88 USPQ2d 1385, 1385 (Fed. Cir. 2008)) Examples of insignificant post- 
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solution activity include data gathering and outputting. Furthermore, the machine or 
transformation must impose meaningful limits on the scope of the method claims in 
order to pass the machine-or-transformation test. Please refer to the USPTO's 
"Guidance for Examining Process Claims in view of In re Bilskr memorandum dated 
January 7, 2009, 

http://vvvvw.uspto.gov/web/offices/pac/dapp/opla/documents/bilski guidance memo.pdf . 

It is also noted that the mere recitation of a machine in the preamble in a manner 
such that the machine fails to patentably limit the scope of the claim does not make the 
claim statutory under 35 U.S.C. § 1 01 , as seen in the Board of Patent Appeals 
Informative Opinion Ex parte Langemyr et al. (Appeal 2008-1495), 
http://www.uspto.gov/web/offices/dcom/bpai/its/fd081495.pdf . 

Claims 1 -1 3, 56, and 85 are not tied to a particular machine or apparatus nor do 
they transform a particular article into a different state or thing, thereby failing the 
machine-or-transformation test; therefore, claims 1-13, 56, and 85 are non-statutory 
under § 101 . It is noted that performing the determination step "with the computer 
system" (claim 1) may merely involve a human using the computer system to look up 
data on a computer so that the human user may ultimately make the determination. 
Similarly, "generating an alignment warning with the computer system" could merely 
involve a human user looking up data on a computer to then issue the alert him/herself. 
Preferred language might include "by the computer system" (when indicating which 
significant processing steps are performed by the computer system itself). 
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Page 17 of the specification states, "Tlie data storage devices may also be 
referred to as computer-usable media. Additional computer-usable media include, 
without limitation, transmission media such as wires, radio waves, microwaves, and 
other electromagnetic and/or optical carriers." Claims 71-84 are directed toward a 
"computer readable medium comprising code stored therein and executable by a 
processor." Based on Applicant's disclosure, the medium may be interpreted as "radio 
waves, microwaves, and other electromagnetic and/or optical carriers," all of which are 
non-statutory media. Therefore, claims 71-84 are non-statutory. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-8, 56-64, 70-78, 84, and 85 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over eWorkbench, as disclosed in Meyer ("eWorkbench: Real-time 
Tracking of Synchronized Goals), Button ("Making Reviews More Efficient and Fair") 
and MottI ("Appraisal Software Ends HR Paper Chase"), in wew of Beaven et al. (US 
2004/01 86762 Al ). [The date of the provisional application to which Beaven claims 
priority (application no. 60/133,152) is relied upon to predate the earliest priority date of 
the instant application. Since there is an intervening Continuation-in-Part application in 



Application/Control Number: 09/895,458 Page 6 

Art Unit: 3692 

the priority cliain of Beaven, tlie Examiner lierein cites excerpts directly from provisional 
application no. 60/133,152 to ensure that only subject matter predating Applicant's 
priority date of June 29, 2001 is relied upon in Beaven. (A copy of the provisional 
application may be accessed via the Public PAIR web site.)] 

eWorkbench discloses a guidance method of maintaining goals using a computer 
system with at least first and second goal types so as to promote goal alignment, the 
guidance method comprising: 

[Claim 1] providing a first rule for relationships between goals of the first goal type 
(Meyer: ^^4, 15 -- Associating a set of goals with a particular person is an example of a 
rule for each set of goals); 

providing a second rule for relationships between goals of the first goal type and 
goals of the second goal type (Meyer: ^^4, 15 -- A linkage between a worker's goals 
and those of his/her manager is an example of a second rule for relationships between 
goals of a first goal type, e.g., those belonging to a worker or manager, and goals of a 
second goal type, e.g., those belonging to a manager or worker); 

storing a primary goal of the first goal type (Meyer: ^^4, 15 - The fact that goals 
of both the managers and workers can be tracked over time, compared, and displayed 
in a report means that the goal-related data must be stored. It should be noted that a 
"primary" goal is merely a non-functional, descriptive label of a goal; therefore, any goal 
established by a manager or worker may be a primary goal of the first goal type); 

determining content for a user interface, based on the first and second rules, 
such that the content facilitates goal alignment (Meyer: 2,4, 1 5 ~ A hierarchy of 
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goals is displayed in relation to a user and his/her subordinates, for example; Button: ^ 
10); 

storing the secondary goal of the second goal type (Meyer: ^^4, 1 5 - The fact 
that goals of both the managers and workers can be tracked over time, compared, and 
displayed in a report means that the goal-related data must be stored. It should be 
noted that a "secondary" goal is merely a non-functional, descriptive label of a goal; 
therefore, any goal established by a manager or worker may be a secondary goal of the 
second goal type); 

[Claim 2] determining content for user interfaces comprises automatically 
customizing content for a screen capable of being displayed by the wizard, based on at 
least one of the first rule and the second rule (Meyer: ^ 4: "By clicking on the 'Align' 
button, the user is presented with a list of his manager's goals; he then clicks on the 
appropriate one to link it with his own. Managers also can create and automatically 
cascade goals down to their direct reports"; Meyer: ^ 15: "eWorkbench can provide a 
report that documents the hierarchy of aligned goals. This report shows how goals are 
connected to one another and who owns what"). 

Regarding claims 1-4 and 56, eWorkbench does not explicitly disclose that the 
user interface directs a user of the user interface in generation of content of a 
secondary goal of the second goal type that causes alignment of the secondary goal 
with the primary goal of the first goal type; however, Beaven discloses a goal 
management system that is manipulated using a user interface (Beaven: Pages 44-88). 
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A user can link "strategic corporate goals and Information Technology initiatives" 
(Beaven: Page 16, lines 19-20), view existing goals within a hierarchy to help determine 
whether some existing goals are no longer appropriate (Beaven: Page 17, lines 6-10; 
Page 19, lines 7-9, 22-24; Page 24, lines 10-22), and view the progress of contributing 
goals toward the parent goal (Beaven: Page 22, lines 1-8; Page 30, lines 12-24). 
Beaven further discloses that "Users can also execute searches by name or word in the 
title of a goal or project, and can put Alerts in place that will flag changes that occur in 
goals or projects previously indicated as being of particular interest." (Beaven: Page 21, 
lines 8-11) The ability to link to related data, e.g., "with the domain structure linked to 
goals and initiatives and with knowledge linked to the goals and initiatives, the 
organization is provided with a clear and natural organization for placing and locating 
critical information when needed." (Beaven: Page 32, lines 1-4) Similarly, Beaven 
discloses how the various user interfaces provide access to information in such a way 
that a user decision is facilitated more easily (e.g., see pages 33-34 of Beaven). Both 
eWorkbench and Beaven are directed toward goal management within an organization; 
therefore, the Examiner submits that it would have been obvious to one of ordinary skill 
in the art at the time of Applicant's invention to modify eWorkbench such that the user 
interface directs a user of the user interface in generation of content of a secondary goal 
of the second goal type that causes alignment of the secondary goal with the primary 
goal of the first goal type in order to provide access to information in such a way that a 
user decision is facilitated more easily (as suggested on pages 32-34 of Beaven). 
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Further regarding claims 1 and 85, eWorl<bencli does not explicitly disclose 
determining, with the computer system, if the primary goal has been modified and, if the 
primary goal has been determined to have been modified, generating an alignment 
warning with the computer system to provide notice regarding alignment between the 
modified primary goal and the secondary goal, wherein generating an alignment 
warning comprises generating an alignment warning for display to alert a viewer of the 
display of the alignment warning (claim 1), wherein generating an alignment warning 
comprises presenting a message on a computer display (claim 85). However, as 
discussed above, Beaven discloses that "Users can also execute searches by name or 
word in the title of a goal or project, and can put Alerts in place that will flag changes 
that occur in goals or projects previously indicated as being of particular interest." 
(Beaven: Page 21, lines 8-11) Effectively, Beaven's users can link primary and 
secondary goals and they can also generate alerts when any types of goals are 
changed. Therefore, the Examiner submits that it would have been obvious to one of 
ordinary skill in the art at the time of Applicant's invention to modify eWorkbench to 
perform the steps of determining, with the computer system, if the primary goal has 
been modified and, if the primary goal has been determined to have been modified, 
generating an alignment warning with the computer system to provide notice regarding 
alignment between the modified primary goal and the secondary goal, wherein 
generating an alignment warning comprises generating an alignment warning for display 
to alert a viewer of the display of the alignment warning (claim 1 ), wherein generating an 
alignment warning comprises presenting a message on a computer display (claim 85) in 
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order to help users keep abreast of changing circumstances (as seen in page 19, lines 
20-24 of Beaven) by providing these users "with information that can help the user 
decide where to commit resources based on factors such as benefit and risk. In 
another example, when managers meet and want to focus on key implementation 
issues, they can opt to switch to viewing 'status' factors (see Fig. 18a) and can view 
which goals or projects are on track or in need of attention, which stage each is in, risks, 
whom is responsible." (Beaven: Page 20, lines 9-14) In other words, implementing 
Beaven's goal tracking and alerting features would enhance eWorkbench by allowing 
users to more effectively manage and respond to any goal changes, as suggested by 
Beaven. Furthermore, it is noted that the step of generating an alignment warning is 
only performed "if the primary goal has been modified." If the primary goal is not 
modified, this step is not performed within the scope of the claimed invention. 
Additionally, the content of the alignment warning is non-functional descriptive material. 
Such content details are not functionally involved in the manipulative steps of the 
invention nor do they alter the recited structural elements; therefore, such differences do 
not effectively serve to patentably distinguish the claimed invention over the prior art. 
The manipulative steps of the invention would be performed the same regardless of the 
specific data. Further, the structural elements remain the same regardless of the 
specific data. Thus, this descriptive material will not distinguish the claimed invention 
from the prior art in terms of patentability as the claimed invention fails to present a new 
and unobvious functional relationship between the descriptive material and the 
substrate, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); 
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In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994)); In re Ngai, 367 F.3d 
1336, 1336, 70 USPQ2d 1862, 1863-64 (Fed. Cir. 2004); MPEP § 2106. 

Further regarding claim 3, eWorl<bencli allows workers and managers to 
associate goals with the people and departments in charge of the goals as well as with 
parent goals from a list of parent goals (Meyer: 2-4, 9), yet eWorkbench does not 
expressly teach that the team is selected from a drop-down list of teams. However, 
Beaven's interactive software programming conveniently allows users to make 
selections from a drop-down list (Beaven: Pages 46, 48, 49, 54-56, 58, 61, 62, 78-79, 
83-88) and owners and teams may be assigned to the various goals (Beaven: Pages 
48-49). Therefore, since eWorkbench's workers may have to align their goals with 
multiple available managers, the Examiner submits that it would have been obvious to 
one of ordinary skill in the art at the time of Applicant's invention to modify eWorkbench 
to allow users to select a team from a drop-down list of teams in order to facilitate more 
efficient access to and evaluation of the available team options. 

Additionally, as per claims 4 and 5, eWorkbench does not expressly teach, in 
response to modification of the secondary goal, automatically determining whether a 
child goal exists for the secondary goal and, in response to determining that the child 
goal does exist, automatically flagging the child goal to cause a user interface for an 
owner of that child goal to indicate that the child goal should be checked for alignment 
(claim 4). eWorkbench also fails to expressly disclose determining that the owner has 
verified the alignment of the child goal and, in response to determining that the owner 
has verified the alignment, automatically unflagging the child goal (claim 5). However, 
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as discussed above, Beaven discloses tliat "Users can also execute searches by name 
or word in the title of a goal or project, and can put Alerts in place that will flag changes 
that occur in goals or projects previously indicated as being of particular interest." 
(Beaven: Page 21, lines 8-11) Effectively, Beaven's users can link primary and 
secondary goals and they can also generate alerts when any types of goals are 
changed. Therefore, the examiner submits that it would have been obvious to one of 
ordinary skill in the art at the time of Applicant's invention to modify eWorkbench to 
perform the steps of claims 4 and 5 in order to promote a clearer understanding of each 
worker's required contributions toward meeting a child goal, e.g., by providing these 
users "with information that can help the user decide where to commit resources based 
on factors such as benefit and risk. In another example, when managers meet and 
want to focus on key implementation issues, they can opt to switch to viewing 'status' 
factors (see Fig. 18a) and can view which goals or projects are on track or in need of 
attention, which stage each is in, risks, whom is responsible." (Beaven: Page 20, lines 
9-14) In other words, implementing Beaven's goal tracking and alerting features would 
enhance eWorkbench by allowing users to more effectively manage and respond to any 
goal changes, as suggested by Beaven. 

Regarding claim 6, eWorkbench does not expressly teach that the step of 
determining content for the user interface comprises automatically flagging the goal for 
supervisory approval in response to determining that the user has a supervisor. 
However, eWorkbench does make it clear that worker goals are linked with those of 
their bosses, "all the way to the top" (Meyer: ^ 2). "eWorkbench is a practical vehicle for 
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obtaining real-time information on progress toward goals at every level of the 
organ ization...eWorkbench helps assure that everyone from top to bottom in an 
organization understands how they contribute to business results" (Meyer: 1|17). 
Clearly, eWorkbench envisions visibility of goal alignment through the organization. 
Beaven discloses that "Users can also execute searches by name or word in the title of 
a goal or project, and can put Alerts in place that will flag changes that occur in goals or 
projects previously indicated as being of particular interest." (Beaven: Page 21 , lines 8- 
11) Effectively, Beaven's users can link primary and secondary goals and they can also 
generate alerts when any types of goals are changed by providing these users "with 
information that can help the user decide where to commit resources based on factors 
such as benefit and risk. In another example, when managers meet and want to focus 
on key implementation issues, they can opt to switch to viewing 'status' factors (see Fig. 
18a) and can view which goals or projects are on track or in need of attention, which 
stage each is in, risks, whom is responsible." (Beaven: Page 20, lines 9-14) In other 
words, implementing Beaven's goal tracking and alerting features would enhance 
eWorkbench by allowing users to more effectively manage and respond to any goal 
changes, as suggested by Beaven. Therefore, the Examiner submits that it would have 
been obvious to one of ordinary skill in the art at the time of Applicant's invention to 
modify eWorkbench such that the step of determining content for user interfaces 
comprises automatically flagging the goal for supervisory approval in response to 
determining that the user has a supervisor in order to facilitate the ability of high-level 
management to efficiently monitor the performance of both managers and their 
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subordinates and respond to any problems tliat miglit affect tlie organization's ability to 
meet its goals. 

eWorkbench discloses a guidance process of maintaining goals in a system with 
at least first and second goal types so as to promote goal alignment, the guidance 
process comprising: 

[Claim 7] wherein determining content for the user interface comprises: 

populating objects for a graphical user interface with alignment information and 
warnings (Meyer: 1I1I2-5, 7, 9, 16); and 

providing connections to tools for checking alignment (Meyer: 2-5, 7, 9, 16); 
[Claim 8] wherein populating objects for a graphical user interface with alignment 
information and warnings comprises specifying an appearance for at least one of a 
manager warning object, a feedback warning object, and an alignment warning object 
(Meyer: 2-5, 7, 9, 16). 

[Claims 57-64, 70] Claims 57-64 and 70 recite limitations already addressed by the 
rejection of claims 1-8 and 56 above; therefore, the same rejection applies. 
[Claims 71-78, 84] Claims 71-78 and 84 recite limitations already addressed by the 
rejection of claims 1-8 and 56 above; therefore, the same rejection applies. 

Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
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unjustified or improper timewise extension of tlie "riglit to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

8. Claims 1-8, 56-64, 70-78, 84, and 85 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-38 of U.S. 
Patent No. 7,1 10,988. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because deleting elements from the claims in the 
related patent would have been obvious. Elimination of an element or its functions is 
deemed to be obvious in light of prior art teachings of at least the recited element or its 
functions (see In re Karlson, 136 USPQ 184, 186; 31 1 F2d 581 (CCPA 1963)). 
Additionally, the limitations recited in claims 1-8, 56-64, 70-78, 84, and 85 of the instant 
application, but not recited in the related patent, are deemed to be obvious features to 
combine with the claimed invention of the patent because the references cited in the art 
rejection above collectively teach all of the claimed features and combination of these 
missing features with the claimed invention of the related patent would have yielded 
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predictable and expected results and all features would operate the same in 
combination as they do separately. 



Allowable Subject Matter 

9. Claims 9-13, 65-69, and 79-83 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims, and to overcome any 
applicable Double Patenting rejections and rejections under 35 U.S.C. § 101. 



Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna M. Diaz whose telephone number is (571) 272- 
6733. The examiner can normally be reached on Monday-Friday, 8 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Abdi can be reached on (571) 272-6702. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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